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DETAILED ACTION 


Claim Rejections - 35 USC § 102 


1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 


2. Claims 1, 2, 4, 5, 10, and 12-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Aoso et al (JP 2002-255930 and DERWENT English abstract for the 
Japanese document). 

The Japanese document has been submitted for full English translation. Only 
English abstract is available at this time. 

Aoso teaches following acid-generating compound (see [0041] of Japanese 
document and English abstract); 


This specific compound fits the generic formula (l-b) shown below (see claim 1 of 
Japanese document); 


A person shall be entitled to a patent unless - 
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According to English abstract, R 6 and R 7 can be H atom, alkyl, haloalkyl, cycloalkyl, 
alkenyl, aryl, aralkyl, acyl, alkoxycarbonyl or -S-R 5 . Since the prior art teaches the 
equivalence of H atoms and alkyl group (and since there are only a few choices for R 6 
and R 7 ), one of ordinary skill in the art would immediately envisage replacing those two 
H atoms in the R 6 and R 7 positions in the compound (I-27) with two alkyl groups, and 
such compound teaches present compound of the formula (I) (present and Y 2 are 
bonded to each other to form a ring, present R 2 and Y would be alkyl groups, and 
present would a methyl group (an alkyl group) substituted with -C(=0)-CH 3 group). 
Aoso uses this compound in a positive resist composition together with a resin with an 
alicyclic group and an acid-decomposing group that is decomposed by the action of acid 
in order to obtain a resist pattern (by irradiating to ArF excimer laser) having excellent 
profiles (see English abstract). Thus, the prior art teaches present inventions of claims 
1,2,4, 12, 14, and 15. 

With respect to present claim 5, the Japanese document lists examples of its 
resin in [01 1 1]-[0127], and all of those resins include a repeating unit that contains a 
lactone structure. Therefore, the prior art teaches present invention of claim 5. 

With respect to present claim 13, it is shown from Table 2 (see Japanese 
document [01 90]) that Aoso's composition can further comprise another photoacid 
generator such as PAG4-3 or PAG4-6 (see their structures in [0145]) in addition to his 
inventive acid-generating compound. Both of PAG4-3 or PAG4-6 are arylsulfonium 
compounds. Therefore, the prior art teaches present invention of claim 13. 
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[0169]-[0171] of Japanese document teaches the use of a nitrogen containing 
compound in Aoso's composition. Therefore, the prior art teaches present invention of 
claim 10. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aoso et al 
(JP 2002-255930 and DERWENT English abstract for the Japanese document) in view 
of Watanabe et al (US 6,61 3,844 B2). 

Although Aoso does not disclose the use of present dissolution inhibiting 
compound, it is well known in the art, as evidenced by Watanabe, col.51, lines 66-67, 
col.52, lines 1-8, that one can add a dissolution regulator having an average molecular 
weight in the range of 100-1 ,000 to a positive resist composition (which already has an 
acid-decomposable resin) in order to further enhance contrast of the resist pattern. 
Therefore, it would have been obvious to one of ordinary skill in the art to add a 
dissolution regulator having an average molecular weight in the range of 100-1 ,000 to 
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Aoso's resist composition so as to further enhance contrast in his resist pattern. Thus, 
Aoso in view of Watanabe would render obvious present invention of claim 7. 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aoso et al 
(JP 2002-255930 and DERWENT English abstract for the Japanese document) in view 
of Nitta et al (US 6,605,417 B2). 

Although Aoso teaches a two component-resist containing an acid-generating 
compound and an acid-decomposable resin, it is well known in the art, as evidenced by 
Nitta et al, col. 3, lines 24-44, that the two component resist system can be replaced with 
three component resist system, which contains an acid-generating compound, an alkali- 
soluble resin, and a low molecular weight dissolution inhibiting compound, in a positive 
type resist composition. Because these two and three component systems were art- 
recognized equivalents at the time the invention was made, it would have been obvious 
to one of ordinary skill in the art to use the three component system resist in Aoso's 
invention with a reasonable expectation of obtaining the same result. Therefore, Aoso 
in view of Nitta et al would render obvious present invention of claim 8. 

6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aoso et 
al (JP 2002-255930 and DERWENT English abstract for the Japanese document) in 
view of Watanabe et al (6,818,148 B1). 

English abstract of Aoso et al does not disclose the present surfactant of claim 
1 1 . Watanabe teaches the use of a fluorochemical surfactant in a resist composition in 
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order to provide a resist coating having a uniform thickness, free of defects, and good 
storage stability (see abstract). Therefore, it would have been obvious to one of 
ordinary skill in the art to add the fluorochemical surfactant in Aoso's resist composition 
in order to provide a resist coating having a uniform thickness, free of defects, and good 
storage stability as taught by Watanabe. Thus, Aoso in view of Watanabe would render 
obvious present invention of claim 11. 

Allowable Subject Matter 

7. Claims 3, 6, and 9 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Aoso does not teach or 
suggest the present resin of claim 3 or claim 6. Nor does the reference teach or 
suggest present negative photosensitive composition of claim 9. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



S. Lee 

November 28, 2004 


